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Agenda

G 1/24 of 18 June 2025

— Using the description to interpret the claims

G 1/23 of 2 July 2025

— Reproducibility and prior art status of a product put on the market

G 1/25 - referral of 29 July 2025

— Bringing the description into conformity with the claims (pending referral from T 697/22)

Bonus: G 2/24 of 25 September 2025

— Status of an intervening third party in appeal proceedings
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Art. 84 EPC - Clarity

 The claims shall define the matter for which protection is

sought. They shall be clear and concise and be supported

by the description.
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Art. 84 EPC - Clarity

« EPO, T523/00, T311/93 - The patent document might be its own

dictionary

e [US PTO, MPEP 2111.01 IV — An applicant is entitled to be their
own lexicographer ...by clearly setting forth a definition of the
term that is different from its ordinary and customary

meaning(s) in the specification at the relevant time]
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Using the description to interpret the
claims — Case Law |[LA6.3

e Terms used in patent documents should be given their normal
meaning in the relevant art, unless the description gives them

a special meaning

« The description cannot be relied on to read into the claim an
implicit restrictive feature not suggested by the explicit

wording of the claim
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Using the description to interpret the
claims — Case Law |[LA6.3

* |In the event of a discrepancy between clearly defined claims
and the description, those elements of the description not

reflected in the claims are not, as a rule, to be taken into
account
e |If the claims are worded so clearly and unambiguously as to be

understood without difficulty by the person skilled in the art,
there is no need to use the description to interpret the claims
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Art. 69 EPC — extent of protection

 The extent of the protection conferred by a European
patent or a European patent application shall be

determined by the claims. Nevertheless, the description

and drawings shall be used to interpret the claims.
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Art. 84 vs. Art. 69 EPC — diverging Case Law

* Art. 84 EPC - consult the description if the claims are

unclear

e Art. 69 EPC - the description and drawings shall be used

to interpret the claims.
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G1/24 - Background

1. A heated aerosol-generating article (1000, 2000) for use with an electrically-
operated aerosol-generating device (3010) comprising a heating element
(3100), the aerosol-generating article comprising an aerosol-forming substrate
(1020, 2020) radially encircled by a sheet of thermally-conductive material
(1222, 2222), in which the aerosol-forming substrate comprises a gathered
sheet of aerosol-forming material circumscribed by a wrapper....
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G1/24 - Background

Description text:

[0035] As used herein, the term 'gathered’ denotes that the sheet
of tobacco material is convoluted, folded, or otherwise
compressed or constricted substantially transversely to the
cvlindrical axis of the rod.

* Includes e.g. rolled

EUROPEAN PATENT ATTORNEYS 13
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Art. 84 vs. Art. 09 EPC

» Proprietor: Art. 84 EPC - consult the description if the claims are unclear

— Claim language “gathered” is clear — no need to refer to the description text —the claim is
novel

+ Opponent: Art. 69 EPC - the description and drawings shall be used to interpret the claims.

— If “gathered” is understood with reference to the description, (“shall”), the claim lacks
novelty

» Diverging lines of Case Law
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Question 1—what is the legal basis for
referring to the description text?

* |s Article 69(1), second sentence, EPC and Article 1 of the

Protocol on the Interpretation of Article 69 EPC to be

applied to the interpretation of patent claims when

assessing the patentability of an invention under Articles

52 to 57 EPC?
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EBA Considerations — Art. 69 EPC?

e Art. 69 EPC and the Protocol are arguably only

concerned with infringement actions

— Cf. their position in the EPC, their drafting history, and

their wording

“the extent of the protection conferred”
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Considerations — Art. 84 EPC?

 Art. 84 EPC cannot provide basis
—"Content of the patent application”

— No mention of “the invention”

— Art. 84 EPC instructs a drafter and the EPO of what

Nneeds to be in the claims

EUROPEAN PATENT ATTORNEYS
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Question 1 - Answer

 Neither Article 84 EPC nor Article 69 EPC are entirely
satisfactory as a basis for claim interpretation when assessing

patentability.

« There is no clear legal basis, in terms of an article of the EPC,

for claim interpretation when assessing patentability.
 Given the above, the strictly formal answer to Question 1 would

be 'NoO'
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Question 2 —when should the description
text be referred to?

 May the description and figures be consulted when
interpreting the claims to assess patentability and, if so,
may this be done generally or only if the person skilled in
the art finds a claim to be unclear or ambiguous when

read in isolation?

EUROPEAN PATENT ATTORNEYS 19
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Question 2 — Considerations

* Principles in the Case Law:

— The claims are the starting point and the basis for assessing
patentability of an invention

— The description and any drawings are always referred to when

Interpreting the claims, and Not just in the case of unclarity or

ambiguity.
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Question 2 — Considerations

 Previous Case Law (only consult the description if

necessary) was rejected as being contrary to Art 69 EPC

« EPO Case Law is to be aligned with UPC Case Law

— Reference made to NanoString Technologies v. 10x

GCenomics

EUROPEAN PATENT ATTORNEYS
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Question 2 —when should the description
text be referred to?

o The description and drawings shall always be consulted

to interpret the claims when assessing the patentability

of an invention under Articles 52 to 57 EPC, and not only

If the person skilled in the art finds a claim to be unclear

or ambiquous when read in isolation.
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Question 2 —when should the description
text be referred to?

v .
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o “.shall always be consulted to interpret the claims...”.

 No clear explanation of what “consulted” means

e |Internal guidance document at the EPO

— “business as usual”

EUROPEAN PATENT ATTORNEYS
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G1/24 — point 20

« The above considerations highlight the importance of
the examining division carrying out a high quality
examination of whether a claim fulfils the clarity

requirements of Article 84 EPC.

e The correct response to any unclarity in a claim is

amenament.

EUROPEAN PATENT ATTORNEYS
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Learnings from G1/24

 Make sure the definitions in your description are aligned with

the claims

* |Incorporate definitions into the claims, where possible

— 11th Dec 2025 - oral proceedings to be held again before the
referring Board

EUROPEAN PATENT ATTORNEYS
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G 1/23

 Reproducibility and prior art status of a product put on

the market

EUROPEAN PATENT ATTORNEYS
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Arts. 52(1), 54(1) and (2) & 56 EPC

* Art.52(1): European patents shall be granted for any inventions (...) provided that
they are new, involve an inventive step (...)

* Art.54(1): An invention shall be considered to be new if it does not form part of
the state of the art

* Art.54(2): The state of the art shall be held to comprise everything made
available to the public by means of a written or oral description, by use, or in any
other way, before the filing date of the European patent application

* Art. 56: An invention shall be considered as involving an inventive step if, having
regard to the state of the art, it is not obvious to a person skilled in the art
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The referring decision — T 438/19

 Encapsulating material for a solar cell comprising a copolymer having
certain physical properties

« T 438/19 concluded that a commercially available product - ENGAGE® 8400
- would prejudice inventive step if it could be seen as belonging to the
state of the art

e The commercially available character of ENGAGE® 8400 was undisputed

« The method of manufacture of ENGAGE® 8400 - which is a complex
polymer — was not in the public domain

EUROPEAN PATENT ATTORNEYS 29
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The old case law — G 1/92

« The chemical composition of a product is [part of the] state of the
art when the product as such is available to the public and can be

analysed and reproduced by the skilled person, irrespective of
whether or not particular reasons can be identified for analysing
the composition

* An essential purpose of any technical teaching is to enable the
person skilled in the art to manufacture or use a given product by
applying such teaching

EUROPEAN PATENT ATTORNEYS
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Dispute in the referring decision

« Could ENGAGE® 8400 be analysed and reproduced to a

sufficient degree?

EUROPEAN PATENT ATTORNEYS
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G 1/23 — Questions referred

1. Isa product put on the market (...) to be excluded from the state of the
art (...) for the sole reason that its composition or internal structure could
not be analysed and reproduced without undue burden by the skilled
person (...)?

2. Ifthe answer to question 1is no, is technical information about said
product which was made available to the public (...) (e.g. by publication of
technical brochure, non-patent or patent literature) state of the art (...),
irrespective of whether the composition or internal structure of the
product could be analysed and reproduced without undue burden (...)?

EUROPEAN PATENT ATTORNEYS 32
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G 1/23 — Questions referred

3. Ifthe answer to question 1is yes or the answer to
guestion 2 is no, which criteria are to be applied in
order to determine whether or not the composition or
internal structure of the product could be analysed and

reproduced without undue burden within the meaning

of opinion G 1/927? (...
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Point of unclarity arising from G 1/92

« Where it is possible for the skilled person

[1] to discover the composition or the internal structure of the
product and

e [2] to reproduce it without undue burden,

then both the product and its composition or internal structure
become state of the art

« G1/23: what does “it” refer to? — The product or the composition?

EUROPEAN PATENT ATTORNEYS 34
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Possible interpretations of G 1/92

1.  Where it is possible for the skilled person [1] to discover the composition or the
internal structure of the product and [2] to reproduce the product without

undue burden, then both the product and its composition or internal
structure become part of the state of the art

2. Where it is possible for the skilled person [1] to discover the composition or the

internal structure of the product and [2] to reproduce the composition or
internal structure without undue burden, then both the product and its

composition or internal structure become part of the state of the art

EUROPEAN PATENT ATTORNEYS 35
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No difference between sold and man-
mMade products

« There is no suggestion in G 1/92 that its findings would not
apply to naturally occurring materials in the same manner as

for man-made products
« The referred questions apply to both

« The fact that the product is not freely available to all, but sold
by a company, would not establish any legally relevant

difference

EUROPEAN PATENT ATTORNEYS
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Reproducibility (1)

 The skilled person must be able to obtain a tangible copy of the product

e Given that the product has been put on the market, and assuming that it
has been available for a reasonable period of time and in reasonable
guantities, it will normally open up for the skilled person the possibility to
obtain the product again in its readily available form.

e Alternatively, the skilled person could choose to manufacture the product
themselves

EUROPEAN PATENT ATTORNEYS

37



v .
inspi

Reproducibility (2)

« G 1/92 suggests that any technical teaching that cannot
serve the direct purpose of the manufacture or use of the

product is not a technical teaching at all

 EBA: restricting technical teachings of the prior art in this

manner would appear as manifestly unreasonable

EUROPEAN PATENT ATTORNEYS 38
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First interpretation of G 1/92

e« The product as such, i.e. in its totality, is not part of the state of the art if

the product is non-reproducible

« EBA: Any proposition that the product as such does not exist for the skilled
person is clearly far-fetched and utterly implausible

 This would be a legal fiction overriding facts

 Thefirst interpretation leads to an absurd result and therefore cannot hold

 The skilled person cannot achieve anything without non-reproducible, but

otherwise available products
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Second interpretation of G 1/92

e The product and its composition become part of the state of the
art if the composition can be reproduced without undue burden

 EBA: the skilled person knows the composition but disregards it,

because the composition cannot be reproduced, ...

e but: the skilled person will at some point have to turn to a material
that they cannot reproduce. The very first material in the

production chain inevitably has to come from a natural source
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Correct interpretation of G 1/92

« The condition of reproducibility in G 1/92 can be
interpreted as including the obtaining of the product

from the market in its readily available form

 The requirement would be inherently fulfilled by a

product put on the market

EUROPEAN PATENT ATTORNEYS
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“The proper reading of G 1/92"

« The chemical composition of a product is part of the state of
the art when the product as such is available to the public and

can be analysed by the skilled person, irrespective of whether

or not particular reasons can be identified for analysing the
composition

e “The answer of the opinion G 1/92 cannot be maintained in its
entirety”

EUROPEAN PATENT ATTORNEYS
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Disappearance of a product from the
Market

 The disappearance of the non-reproducible product may cause problems, but such
problems are nothing new or unusual

» Reconstructing the properties of the product is a practical legal problem of proof for
the attorney

 The abstract teaching that had been derivable from the disappeared product remains
prior art

« Same situation exists for internet disclosures (T 1553/06) or publications in libraries

» Publicly available technical information about a product is prior art, irrespective of
whether the skilled person could analyse and reproduce the product and its
composition
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Answer to Question 1

* A product put on the market before the date of filing of a
European patent application cannot be excluded from
the state of the art within the meaning of Article 54(2)
EPC for the sole reason that its composition or internal
structure could not be analysed and reproduced by the

skilled person before that date
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Answer to Question 2

 Technical information about such a product which was made
available to the public before the filing date forms part of the
state of the art within the meaning of Article 54(2) EPC,
irrespective of whether the skilled person could analyse and
reproduce the product and its composition or internal
structure before that date

 (No answer to Question 3 is required)

EUROPEAN PATENT ATTORNEYS
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Bringing the description, figures and examples

into conformity with the claims

EPO Guidelines H-V 2.7

The description must be brought into line with amended claims by
amending it as needed to meet the requirements set out in F-lII,
42, F-IV, 43(iil) and F-1V, 4.4,

« T56/21
« T0697/22..Referral to Enlarged board...G1/25

EUROPEAN PATENT ATTORNEYS
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EP2124521 - HYDROPONICS GROWING
MEDIUM (TO697/22)

« Proprietor = Knauf Insulation
« Opponent = Rockwool International A/S
— Opposition filed Feb 2020

— Upheld in amended form (Auxiliary Request 1E) in opposition

nspicos PS 2024 48
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EP2124521 - HYDROPONICS GROWING
MEDIUM (TO697/22)

Claim 1 as granted. A hydroponics growing medium comprising mineral fibres and

an organic binder, characterised in that the growing medium has a Weathered

Interlaminar Strength of at least 4 kilopascals and a phenol content of less than or

equal to 0.01 % by weight and in which the organic binder comprises at least one

Maillard reaction product.

nspicos PS 2024
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EP2124521 - HYDROPONICS GROWING
MEDIUM (TO697/22)

Claim 1 as upheld (Request 1E). A method of growing a plant, characterized in that

the plant is grown in a hydroponics growing medium comprising mineral fibres and

an organic binder, characterised in that the growing medium has a Weathered
Interlaminar Strength of at least 4 kilopascals and a phenol content of less than or

equal to 0.01 % by weight and in which the organic binder comprises at least one

Maillard reaction product, and in which the binder is based on reaction products

obtained by curing an aqueous solution comprising citric acid, ammonia and

dextrose.

© Inspicos PS 2024

50



Ve
iNnspicos”

EP2124521 - HYDROPONICS GROWING
MEDIUM (TO697/22)

[0013] The binder may be based on a combination of a polycarboxylic acid, for example

citric acid, a sugar, for example dextrose, and a source of ammonia, for example

ammonia solution.

nspicos PS 2024 51
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EP2124521 - HYDROPONICS GROWING
MEDIUM (TO697/22)

[0013] The binder is may-be-based on a combination of a-pelycarboxylic-acidforexample
citric acid, e-stgar—forexample-dextrose, and a source of ammonia, for example
ammonia solution.

« Patentee refused to align the description text in this manner

nspicos PS 2024 52
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EP2124521 - HYDROPONICS GROWING
MEDIUM (TO697/22)

« Oral proceedings 19 Dec 2024

« “Chairman announced that since there were diverging views of the parties and since
there was divergent case law as regards...adaption of the description to
amended claims...the Board was of the opinion that the proceedings should be
continued in writing with the intention to refer this question...to the Enlarged Board

of Appeal”

nspicos PS 2024 53
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EP2124521 - HYDROPONICS GROWING
MEDIUM (T0O697/22) — referred questions

1. If the claims of a European patent are amended during opposition proceedings or

opposition-appeal proceedings, and the amendments introduce an inconsistency between
the amended claims and the description of the patent, is it necessary to comply with the

requirements of the EPC, to adapt the description to the amended claims so as to remove

the inconsistency?

2. If the first question is unconditionally answered in the affirmative, which requirement

of the EPC necessitates such an adaptation?

© Inspicos PS 2024 54
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EP2124521 - HYDROPONICS GROWING
MEDIUM (TO697/22) — proposed questions

3. Would the answer to questions 1 and 2 change if the claims of a European patent
application are amended during examination proceedings, or examination-appeal

proceedings, and the amendment introduces an inconsistency between the amended

claims and the description of the patent application?

— To be heard as G1/25

nspicos PS 2025
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G 2/24 — background (1)

e Art. 105 EPC: Any third party who

— has been sued for infringement may intervene in opposition proceedings
or

— Is seeking a declaratory judgement of non-infringement
may intervene in pending opposition proceedings
« The intervener assumes the status of an opponent

« G 1/94: intervention during pending appeal proceedings is admissible

EUROPEAN PATENT ATTORNEYS 57
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G 2/24 — background (2)

e |f the sole or all appeals are withdrawn in opposition appeal
proceedings, the proceedings end with regard to all
substantive issues for all parties involved
G 7/91, G 8/91, G 9/92

« What if all appellants withdraw their appeals, and only the
intervener (who intervened at the appeal stage) is left is a

potential party (opponent)?

EUROPEAN PATENT ATTORNEYS
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G 2/24 - Answer

o After withdrawal of all appeals, appeal proceedings may not be
continued with a third party who intervened during the appeal

proceedings in accordance with Article 105 EPC

 The intervening third party does not acquire an appellant
status corresponding to the status of a person entitled to

appeal within the meaning of Art. 107 EPC

EUROPEAN PATENT ATTORNEYS 59
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ejf@inspicos.com

jpf@inspicos.com

Ve
inspicos”

EUROPEAN PATENT ATTORNEYS



	The busy summer of the�EPO’s Enlarged Board of Appeal��G 1/23 – G 1/24 – G 1/25
	Agenda
	Using the description to interpret the claims at the EPO��G 1/24 – 18 June 2025
	G1/24
	Art. 84 EPC - Clarity
	Art. 84 EPC - Clarity
	Using the description to interpret the claims – Case Law II.A.6.3
	Using the description to interpret the claims – Case Law II.A.6.3
	Art. 69 EPC – extent of protection
	Art. 84 vs. Art. 69 EPC – diverging Case Law
	G1/24 - Background
	G1/24 - Background
	Art. 84 vs. Art. 69 EPC 
	Question 1 – what is the legal basis for referring to the description text?
	EBA Considerations – Art. 69 EPC?
	Considerations – Art. 84 EPC?
	Question 1 – Answer
	Question 2 – when should the description text be referred to?
	Question 2 – Considerations
	Question 2 – Considerations
	Question 2 – when should the description text be referred to?
	Question 2 – when should the description text be referred to?
	G1/24 – point 20
	Learnings from G1/24
	Reproducibility and prior art status of a product put on the market��G 1/23 – 2 July 2025
	G 1/23
	Arts. 52(1), 54(1) and (2) & 56 EPC
	The referring decision – T 438/19
	The old case law – G 1/92
	Dispute in the referring decision
	G 1/23 – Questions referred
	G 1/23 – Questions referred
	Point of unclarity arising from G 1/92
	Possible interpretations of G 1/92
	No difference between sold and man-made products
	Reproducibility (1)
	Reproducibility (2)
	First interpretation of G 1/92
	Second interpretation of G 1/92
	Correct interpretation of G 1/92
	“The proper reading of G 1/92”
	Disappearance of a product from the market
	Answer to Question 1
	Answer to Question 2
	Bringing the description into conformity with the claims��Pending referral from T 697/22 of 29 July 2025�G 1/25
	Bringing the description, figures and examples into conformity with the claims
	EP2124521 - HYDROPONICS GROWING MEDIUM (T0697/22)
	EP2124521 - HYDROPONICS GROWING MEDIUM (T0697/22)
	EP2124521 - HYDROPONICS GROWING MEDIUM (T0697/22)
	EP2124521 - HYDROPONICS GROWING MEDIUM (T0697/22)
	EP2124521 - HYDROPONICS GROWING MEDIUM (T0697/22)
	EP2124521 - HYDROPONICS GROWING MEDIUM (T0697/22)
	EP2124521 - HYDROPONICS GROWING MEDIUM (T0697/22) – referred questions
	EP2124521 - HYDROPONICS GROWING MEDIUM (T0697/22) – proposed questions
	Status of an intervening third party in appeal proceedings��G 2/24 – 25 September 2025
	G 2/24 – background (1)
	G 2/24 – background (2)
	G 2/24 - Answer
	Thanks for your attention

